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DETAILED ACTION 

Response to Amendment 

This Office Action is responsive to the Amendment filed February 21, 
2006. The rejections are maintained as follows: 

• Claims 5, 29, 30, 33 & 34 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Miyasaka U.S. Patent 5,869,208, in view of 
Kawakami et al. U.S. Pat. 5,641,591. 

• Claims 5, 29, 30, 33 & 34 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over Saidi et al., U.S. Patent 5, 851,696 in view of 
Kawakami et al. U.S. Pat. 5,641,591. 

• Claim 35 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Saidi et al., U.S. Patent 5, 851,696 in view of Kawakami et al. 
U.S. Pat. 5,641,591and further in view of Matsubara U.S. Pub. 
2001/0010807. 

• Claims 5, 9, & 29-32 are rejected under 35 U.S.C. 103(a) being 
unpatentable over Gosho et al. U.S. Patent 6,589,69490 and further 
in view of Kawakami et al. U.S. Pat. 5,641,591. 

Claims 1, 8, 16,-22, 30 have been cancelled by Election by Original 
Presentation. As a result, the following rejections will be reapplied once the 
election is reversed. The following rejections are temporarily withdrawn: 
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• Claims 1, 16, 17, 20, 21, & 37 under 35 U.S.C. 103(a) as being 
unpatentable over Miyasaka U.S. Patent 5,869,208, in view of 
Kawakami et al. U.S. Pat. 5,641,591. 

• Claims 1, 16, 17, 20 & 21 under 35 U.S.C. 103(a) as being 
unpatentable over Saidi et al., U.S. Patent 5, 851,696 in view of 
Kawakami et al. U.S. Pat. 5,641,591. 

• Claim 22 under 35 U.S.C. 103(a) as being unpatentable over Saidi et 
al., U.S. Patent 5, 851,696 in view of Kawakami et al. U.S. Pat. 
5,641,591and further in view of Matsubara U.S. Pub. 2001/0010807. 

• Claims 1, 8 8s 16 -19 under 35 U.S.C. 103(a) being unpatentable over 
Gosho et al. U.S. Patent 6,589,69490 and further in view of 
Kawakami et al. U.S. Pat. 5,641,591. 

Election/Restrictions 

Newly submitted claims 1,8 & 16-22 directed to an invention that is 
independent or distinct from the invention originally claimed for the following 
reasons: the claims are now drawn to a rechargeable lithium battery instead of 
a positive active material slurry. 

Since applicant has received an action on the merits for the originally 
presented invention, this invention has been constructively elected by original 
presentation for prosecution on the merits. Accordingly, claims 1,8 & 16-22 
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are withdrawn from consideration as being directed to a non-elected invention. 
See 37 CFR 1.142(b) and MPEP § 821.03. 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S. C. 103(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall 
not be negatived by the manner in which the invention was made. 

Claims 5, 29, 30, 33 8s 34 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Miyasaka U.S. Patent 5,869,208, in view of Kawakami et al. 
U.S. Pat. 5,641,591. 

With respect to claim 5, Miyasaka teaches: a physical mixture of a 
lithiated transition metal compound (col. 11, lines 10-20); a powder metal 
including aluminum (col. 8, lines 10-15); a carbon black conductive agent (col. 
8, lines 5-10); a binder (col. 8, lines 30-45); an organic electrolyte solution (col. 
8, lines 48-53); the active material includes LiCoCh, embracing formula 7, 
when B is Co and A is O (col. 5, lines 15-25); and the metal additive is 2 to 15 
wt % of the active material (col. 8, lines 15-20). With respect to claims 29 8b 
30, the active material includes LiCoQ2 embracing LiBA2 and LiBCVzAz when B 
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is Co and A is O (col. 8, lines 15-25). With respect to claims 33 & 34, the 
active material is LiCoNi02, embracing LiNiCoA2 and LiNiCo02-zA z when A is 
oxygen (col. 8, lines 15-25). 

Miyasaka is silent to an electrode additive of at least one of Si, B, Ti, Ga, 
Ge, Ca, Mg, Sr and Ba (claim 5). 

However, Kawakami teaches the equivalence of aluminum and 
magnesium metallic powder as conductive agents in electrode materials for 
improving electrode conductivity. See column 14, lines 45-55. 

Miyasaka and Kawakami are analogous art, because they are from the 
same field of endeavor, namely, fabricating lithium lithium electrochemical 
cells. 

Therefore, the subject matter as a whole would have been obvious to one 
having ordinary skill in the art at the time the instant invention was made 
because even though Miyasaka does not teach titanium conductive agents, 
Kawakami teaches that aluminum and magnesium are art recognized 
equivalent materials for use as conductive agents in lithium transition metal 
oxide cathodic materials, and therefore on having ordinary skill in the art 
would have substituted one conductive agent for the other. 
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Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S. C. 103(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall 
not be negatived by the manner in which the invention was made. 

Claims 5, 29, 30, 33 & 34 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Saidi et al., U.S. Patent 5, 851,696 in view of Kawakami et 
al. U.S. Pat. 5,641,591. 

Saidi teaches a rechargeable lithium battery (abstract). With respect to 
claim 5, Saidi teaches a slurry composition comprising: a physical mixture of a 
positive active material including LiMnO^ HC0O2, LiNi02, LiNiVC>4, LiCoVC>4, 
LiCoNi02 or LiTm02 where Tm is a transition metal or combination of transition 
metals (col. 6, lines 10-20); a binder (col. 9, lines 10-15); a carbon conductive 
agent (col. 9, lines 15-20); and an organic solvent (col. 9, lines 65-68); coated 
onto a current collector and dried (col. 9, lines 15-21 & 60-68); and the positive 
active material includes LiCoCb (instant formula 3), LiNiC>2 (instant formula 3) 
or LiCoNi02 (instant formula 11). See column 6, lines 10-20. With respect to 
claim 29, the active material is UC0O2 embracing the formula Li x BA2 when x=l 
and A is oxygen (col. 6, lines 10-20). With respect to claim 30, the active 
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material is UC0O2 embraces the formula Li x B02- z A z when x=l and A is oxygen 
(col. 6, lines 10-20). With respect to claim 33, the active material is LiCoNi02, 
embraces the formula Li x NiCoA2 when x=l and A is oxygen (col. 6, lines 10-20). 
With respect to claim 34, the active material is LiCoNi02, embraces the formula 
Li x NiCo02-zA z when x=l and A is oxygen (col. 6, lines 10-20). 

Saidi is silent to an electrode additive of at least one of Si, B, Ti, Ga, Ge, 
Ca, Mg, Sr and Ba, in an amount of 0.01 to 10wt% (claim 5). 

However, Kawakami teaches that it is conventional to employ magnesium 
conductive agents in electrodes of lithium cells to improve conductivity of the 
electrode. See column 14, lines, 45-55. With respect to claims 1 & 5, the 
conductive agent may be added in an amount up to 10% by weight (col. 4, lines 
15-30). 

Saidi and Kawakami are analogous art because they are from the same 
field of endeavor, namely, fabricating rechargeable lithium cells. 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the instant invention was made to employ the magnesium conductive 
agent of Kawakami in the positive electrode of Saidi, in order to increase 
conductivity of the positive electrode. 
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Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall 
not be negatived by the manner in which the invention was made. 

Claim 35 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Saidi et al., U.S. Patent 5, 851,696 in view of Kawakami et al. U.S. Pat. 
5,64 1,59 land further in view of Matsubara U.S. Pub. 2001/0010807. 

Saidi in view of Kawakami teach an active slurry composition as 
described hereinabove. Saidi teaches a positive active material comprising 
LiTm02 , where Tm is a combination of transition metals (col. 6, lines 15-20). 

Saidi does not expressly disclose a lithium nickel/ cobalt material of the 
formula Li x Nii-y-zCo y M"A2. 

However, Matsubara teaches that it is conventional to employ lithium 
nickel/cobalt oxides of the formula LiyNii- x Co x iMx202 were M is Al, Fe, Mn 
where y is 0.9 < y<1.3 and 0<x<0.5 flf 13-14). This compound improves the 
charging and discharging cycle characteristics of the positive electrode so that 
it retains high battery capacity (abstract). 
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Therefore, the invention as a whole would have been obvious to one of 
ordinary skill in the art at the time the instant invention was made, because 
even though Saidi does not specifically teach Li x Nii-y-zCo y M"A2, Matsubara 
teaches that material of this formula improves the charging and discharging 
cycle characteristics and battery capacity. 



Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 

all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the 
differences between the subject matter sought to be patented and the 
prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall 
not be negatived by the manner in which the invention was made. 

Claims 5, 9, & 29-32 are rejected under 35 U.S.C. 103(a) being 
unpatentable over Gosho et al. U.S. Patent 6,589,69490 and further in view of 
Kawakami et al. U.S. Pat. 5,641,591. 

Gosho teaches a positive active material comprising LiCo02, 
LiNi0 2 ,LiCoi- x Ni x 0 2 , wherein 0.1<X and Y < 0.1 (col. 6, lines 15-23). With 
respect to claim 5, The active material is prepared by mixing a binder, carbon 
black and N-methyl-z-pyrrolidone to form a slurry (col. 19, lines 45-55), the 
slurry is applied onto both surfaces of a current collector and dried (col. 19, 
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lines 45-55), and the positive active material includes UC0O2 (instant formula 
3), LiNi02 (instant formula 3) or LiCoNiC>2 (instant formula 1 1). See column 6, 
lines 15-23. With respect to claim 9, the organic solvent is N-methylpyrrolidone 
(col. 19, lines 50-55). With respect to claim 29, the active material is UC0O2 
embracing the formula Li x BA2 when x=l and A is oxygen (col. 6, lines 15-23). 
With respect to claim 30, the active material is LiCo02 embracing the formula 
Li x B02-z A 2 when x=l and A is oxygen (col. 6, lines 15-23). With respect to 
claim 31 & 32, the active material is LiNii- x Al x 02, embracing the formula Li x Bi- 
yM'VAz when B is Ni, M" is Al and A is O (col. 6, lines 15-23). 

Gosho is silent to an electrode additive of at least one of Si, B, Ti, Ga, Ge, 
Ca, Mg, Sr and Ba (claim 5) in an amount of 0.01 to 10 wt% (claim 5). 

However, Kawakami teaches that it is conventional to employ magnesium 
conductive agents in electrodes of lithium cells to improve conductivity of the 
electrode. See column 4, lines 15-30. Further, with respect to claims 1 & 5, 
the conductive agent may be added in an amount up to 10% by weight (col. 4, 
lines 15-30). 

Gosho and Kawakami are analogous art because they are from the same 
field of endeavor, namely, fabrication rechargeable lithium cells. 

Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the instant invention was made to employ the magnesium conductive 
agent of Kawakami in the positive electrode of Gosho, in order to increase 
conductivity of the positive electrode. 
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Response to Arguments 

Applicant contends that Kawakami does not cure the deficiencies of the 
primary references Miyasaka, Saidi and Gosho, because there was a failure to 
establish a prima facie case of obviousness. Specifically, there was no 
motivation to combine Kawakami with said primary references. However, the 
Examiner recognizes that references cannot be arbitrarily combined and that 
there must be some reason why one skilled in the art would be motivated to 
make the proposed combination of primary and secondary references. In re 
Nomiya, 184 USPQ 607 (CCPA 1975). However, there is no requirement that a 
motivation to make the modification be expressly articulated by the references. 
The test for combining references is what the combination of disclosures taken 
as a whole would suggest to one of ordinary skill in the art. In re McLaughlin, 
170 USPQ 209 (CCPA 1971). References are evaluated by what they suggest to 
one versed in the art, rather than by their specific disclosures. In re Bozek, 
163 USPQ 545 (CCPA 1969). In the instant case, Kawakami teaches the 
equivalence of aluminum and magnesium as conductive material in electrodes 
of lithium batteries. The selection of a known material based on its suitability 
for its intended use supported a prima facie obviousness determination in 
Sinclair 8b Carroll Co. v. Interchemical Corp., 325 U.S. 327, 65 USPQ 297 
(1945). See also In re Leshin, 227 F.2d 197, 125 USPQ 416 (CCPA 1960) 
(selection of a known plastic to make a container of a type made of plastics 



Application/Control Number: 09/579,576 
Art Unit: 1746 



Page 12 



prior to the invention was held to be obvious). Therefore, the fact that 
Kawakami teaches the equivalence of aluminum and magnesium as equally 
suitable as conductive materials establishes a prima facie case of obviousness. 

Applicant also asserts that the 2 to 5% of the electroconductive material 
disclose din Miyasaki is the amount of the electroconductive material and not 
the metal additive. That is, Miyasaki is silent on the metal conductive material 
being used in a mixture of metal and a carbon conductive material. This 
argument is not persuasive. Specifically as column 8, lines 5-20, Miyasaki 
teaches that the electronically conductive material may be a mixture of a 
carbon/ graphite material and a metal powder, in an amount of preferably 2 to 
15 wt%. See the except below. 

Examples of the electroconductive materials are electro- 
conductive materials which are chemically stable in the 
battery and include naturally produced graphites such as 
flake graphite, massive graphite, synthetic graphite, carbon 
black, acetylene black, ketchen black, carbonaceous fibers, 
powder of metal (e.g., copper, nickel, aluminum, or silver), 
metal fibers, and polyphenylene derivatives. These materials 
can be employed singly or in combination. Particularly 
preferred is a combination of graphite and acetylene black. 
The amount of the electro-conductive material incorporated 
into the electrode material is generally not more than 50 wt. 
%, preferably 1 to 50 wt* %, more preferably 2 to 30 wt. %. 
When carbon or graphite is employed, its amount preferably 
is in the range of 2 to 15 wt %. 

Therefore, the rejections with respect to Miaysaki and Kawakami are 

maintained. 
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Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension 
of time policy as set forth in 37 CFR 1. 136(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply 
is filed within TWO MONTHS of the mailing date of this final action and the 
advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on 
the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action. In 
no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications 
from the Examiner should be directed to Monique Wills whose telephone 
number is (571) 272-1309. The Examiner can normally be reached on 
Monday- Friday from 8:30am to 5:00 pm. 

If attempts to reach Examiner by telephone are unsuccessful, the 
Examiner's supervisor, Michael Barr, may be reached at 571-272-1414. The 
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fax phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. 

Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see 
http://pair-direct.uspto.gov.Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217- 
9197 (toll-free). 



MW 



MICHAEL BARR 
SUPERVISORY RATENT EXAMINER 




5/15/06 



